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Art Unit: 2863 

DETAILED ACTION 
Claim Rejections - 35 USC§101 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or any new and useful 
improvement thereof, may obtain a patent therefor, subject to the conditions and requirements of this title. 

Claims 1-20 are rejected under 35 U.S.C. 101 because the claimed invention is directed to non-statutory 
subject matter. The apparatus/computer-based method claims do not produce a tangible/useful result. It is 
unclear how the result is being stored, displayed, or used in any tangible manner. In order to overcome the 
rejection, claim language should be added that includes displaying, storing or used in tangible result. To view 
the new guidelines for 35 U.S.C. 101 please view the following OG notice. 

http://www.uspto.gov/web/oflrices/com/sol/og/2005/week47/patgupa.htm 

Claim Rejections - 35 USC §103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness rejections set 
forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in Section 102 of this 
title, if the differences between the subject matter sought to be patented and the prior art are such that the subject matter as a whole 
would have been obvious at the time the invention was made to a person having ordinary skill in the art to which said subject matter 
pertains. Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-7, 10-16, and 19-20 are rejected under 35 U.S.C. 103(a) as being unpatentable over Colby et 
al. (US Patent No. 6,622,271) and further in view of Gygi et al. (US Pub No, 2003/0235156 Al). 
Referring to claim 1, Colby et al. disclose an apparatus, comprising: 
computer readable media; and 

program code, stored on the computer readable media (figures 1 A and IB), comprising: 
code to define a user interface 72 (figure 1 A) (col. 4, lines 41-48); 

code to detect invalid test definition data in user input (col. 4, hnes 54-67 to col. 5, lines 1-4; col. 1 1, 
lines 45-57; col. 12, lines 20-29); and 



Application/Control Number: 1 0/722, 1 83 Page 2 

Art Unit: 2863 

code to receive a valid data option selected through the user interface, and to update the invalid test 
definition data with the valid data option (col. 11, lines 52-57). 

As to claim 6, Colby et al. disclose an apparatus, wherein at least some of said user input is received 
through said user interface (figures 1 A and IB). 

Referring to claim 7, Colby et al. disclose an apparatus, wherein at least some of said user input is 
contained in a test definition file (col. 6, lines 19-39; col. 1 1, lines 58-67 to col. 12, lines 1-2). 

Referring to claim 1 1, Colby et al. disclose an apparatus, wherein the user interface comprises code to 
define an input area to receive a specification for invalid test definition data that has been detected as invalid 
because it lacks a specification to make it valid (col. 12, lines 20-29). 

As to claim 12, Colby et al. disclose an apparatus, wherein said input area to receive a specification for 
invalid test definition data is configured to receive a data type (col. 12, lines 20-29). 

As to claim 14, Colby et al. disclose a computer-based method, comprising: 

parsing user input to detect invalid test definition data in the user input (col. 4, lines 54-67 to col. 5, lines 
1-4; col. 11, lines 45-57; col. 12, lines 20-29); 

upon receiving a valid data option selected from the set of valid data options, updating the invalid test 
definition data with the valid data option (col. 11, lines 55-57); and 

generating circuit test data structures to control an automated circuit tester (figures 1 A, IB, 4-5). 

Referring to claim 15, Colby et al. disclose a computer-based method, wherein parsing user input 
comprises parsing a test definition file (col. 6, hnes 19-39; col. 11, lines 58-67 to col. 12, lines 1-2). 

As to claim 16, Colby et al. disclose a computer-based method, further comprising compiling the set of 
valid data options based on a context of the invalid data (col. 5, lines 44-48). 

As to claim 19, Colby et al. disclose a computer-based method, comprising: 

parsing source code for generating circuit test data structures, to identify type name definitions and 
enumeration constant definitions contained in said source code (figures 4-5; col. 10, lines 34-41); 
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generating a string table from said type name and enumeration constant definitions (figures 4-5; col. 10, 
lines 34-41); and 

linking said string table to an input validation and error messaging portion of said source code to i) cause 
said source code to index said string table upon detection of invalid test definition data in user input (col. 10, 
lines 22-41). 

Referring to claim 20, Colby et al. disclose a computer-based method, wherein said index into said 
string table comprises a context of said invalid test definition data (col. 5, lines 44-48). 

Colby et al. do not teach upon detection of invalid test definition data, prompt a user to select a valid 
data option from a set of valid data option, said prompting being undertaken through the user interface, code to 
compile the set of valid data options based on a context of the invalid test definition data as in claim 2 to index a 
table of valid data options as in claim 3, to parse the user input and log valid data options into the table as in 
claim 4, wherein the context comprises a data type as in claim 5, the code to configure how the set of valid data 
options is displayed through the user interface as in claim 10, and the set of valid data options comprises a 
single valid data option that is replaceable by the user as in claim 13, or cause a set of valid data options 
retrieved from the string table to be displayed to a user for user selection as in claim 19. 

Gygi et al. disclose an apparatus, comprising : 

computer readable media; and 

program code, stored on the computer readable media, comprising: 
code to define a user interface; 

code to detect invalid test definition data in user input and, upon detection of invalid test definition data, 
prompt a user to select a valid data option from a set of valid data option, said prompting being undertaken 
through the user interface, code to compile the set of valid data options based on a context of the invalid test 
definition data to index a table of valid data options, to parse the user input and log valid data options into the 
table, wherein the context comprises a data type, the code to configure how the set of valid data options is 
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displayed through the user interface, and the set of valid data options comprises a single valid data option that is 
replaceable by the user, and cause a set of valid data options retrieved from the string table to be displayed to a 
user for user selection ([0048], [0050], [0051], [0068], and [0069], 

Accordingly, it would have been obvious to one having ordinary skill in the art at the time the invention 
was made to have appHed the teaching of Gygi et al into the reference of Colby et al. to assist automated testing 
systems through standardized user interface and programming interface for performing circuit tests. 

Allowable Subject Matter 

Claims 8-9 and 17-18 are objected to as being dependent upon a rejected base claims 1 and 14, 
respectively, and 101 rejection, but would be allowable if rewritten in independent form including all of the 
limitations of the base claim and any intervening claims. 

The reason for allowance of claims 8-9 and 17-18 is the inclusion of the code that prompts a user to 
select a valid data option causes the set of valid data options to be displayed through the user interface in 
alphabetical order and in order of highest likelihood of correctness. 

Response to Arguments 

Applicant's arguments filed 9/5/06 have been fiilly considered but they are not persuasive. 

Regarding 101 rejection, claim 1 cites "to upgrade the invalid test definition data" means 'the updating 
of invalid test definition data may be undertaken by writing the valid data option back into a test definition file 
(user input 102) where the invalid test defmition data was located, or by providing the valid data option as 
output 110 (which could be part of a file that is produced as the user input is analyzed, converted, etc' 
(specification, paragraph [0013]) 

Also, in specification, paragraph [0014] cites 'For purposes of this description, the phrases "user input" 
and "test definition data" are intended to cover data that is manipulated, as well as the commands or instructions 
that cause the data to be manipulated. User input 102 may be provided in various forms, and may be provided 
in the form of a test definition file (or files), or in the form of individual responses.' 
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Nowhere in the specification discloses updating means the data is now available to the user, but rather 
manipulating the data. 

Same argument for claim 14, nowhere in the specification discloses generating circuit test data is made 
available for use, rather in manipulation. For instance, paragraph [0017] cites "Although a set of valid data 
options could be generated 'on the fly' when invalid data is detected, it will often be preferable to compile and 
store valid data options in advance." 

Claim 19 appears to claim displaying in the last step ii), the question is whether it is useful to cause a set 
of valid data options to be displayed. 

Regarding 103 rejection, Gygi discloses "The definition includes types and ranges of permissible values 
as well as user interface information to prompt the test operator for desired values ." (paragraph [0048]) 

Applicant's arguments with respect to claims 1-20 have been considered but are moot in view of the new 
ground(s) of rejection. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the examiner should be 
directed to Toan M. Le whose telephone number is (571) 272-2276. The examiner can normally be reached on 
Monday through Friday from 9:00 A.M. to 5:30 P.M.. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, John Barlow 
can be reached on (571) 272-2269. The fax phone number for the organization where this application or 
proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent Application 
Information Retrieval (PAIR) system. Status information for published applications may be obtained from 
either Private PAIR or Public PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
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have questions on access to the Private PAIR system, contact the Electronic Business Center (EBC) at 866-217- 
9197 (toll-free). 



Toan Le 

November 22, 2006 
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